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The MAILING DATE of this communication appears on the cover sheet with the correspondence address • 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 03 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )E3 Responsive to communication(s) filed on 07 July 1998 . 
2a)D This action is FINAL. 2b)K This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) E*3 Claim(s) 1-74 is/are pending in the application. 

4a) Of the above claim(s) 65-74 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^3 Claim(s) 1-64 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

1 0) £3 The drawing(s) filed on is/are: a)E3 accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

11) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)0 All b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) Q Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
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DETAILED ACTION 

Election/Restrictions 

1. Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1 - 64, drawn to a method and system for transmitting the local 
advertisements to user television equipment, classified in class 725, 
subclass 36. 

II. Claims 65 -74, drawn to a system and method for enforcing an 
advertisements usage policy at the television distribution facility, classified 
in class 725, subclass 93. 

2. The inventions are distinct, each from the other because of the following reasons: 

3. Inventions II and I are related as subcombinations disclosed as usable together 
in a single combination. The subcombinations are distinct from each other if they are 
shown to be separately usable. In the instant case, invention II has separate utility such 
as enforcing usage policy for using software. See MPEP § 806.05(d). 

4. Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art because of their recognized divergent subject 
matter, restriction for examination purposes as indicated is proper. 
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5. During a telephone conversation with Andrew VanCoute (register # 48506), on 
03/26/2002 a provisional election was made without traverse to prosecute the invention 
of Group I, claims 1 - 64. Affirmation of this election must be made by applicant in 
replying to this Office action. Claims 65 - 74 are withdrawn from further consideration 
by the examiner, 37 CFR 1.142(b), as being drawn to a non-elected invention. 

Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371 (c) of this 
title before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AIPA) do not apply to the examination of this application as the application 
being examined was not (1) filed on or after November 29, 2000, or (2) voluntarily 
published under 35 U.S.C. 122(b). Therefore, this application is examined under 35 
U.S.C. 102(e) prior to the amendment by the AIPA (pre-AlPA 35 U.S.C. 102(e)). 

7. Claims 1 - 5, 13-15, 24-28, 36-38, 47-52, 55-60 are rejected under 35 
U.S.C. 102(e) as being anticipated by Carr (US 6,209,129). 
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Regarding claim 1, Carr discloses a system in which local advertisements are 
distributed to user television equipment comprising: 

means for distributing the local advertisements to the user television equipment 
22; and 

means for displaying the local advertisements with the interactive television 
program guide (see figure 1 and col. 4, lines 62-67) 

Regarding claim 2, Carr discloses the means for distributing the local 
advertisements further comprises means for transmitting local advertisements to 
subscriber at television 22 (see col. 2, lines 1-5). 

Regarding claim 3, Carr discloses the means for distributing the local 
advertisements further comprises data transmission equipment configured to transmit 
the local information to the television distribution facility as part of a global data stream 
(see col. 5, lines 6-10). 

Regarding claim 4, Carr discloses the data transmission facility further comprises 
data transmission equipment configured to transmit the local information to the 
television distribution facility as part of a global data stream that contains global 
advertisements (see col. 5, lines 11-15). 
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Regarding claim 5, Carr discloses the data transmission distribution further 
comprises: 

data transmission equipment configured to transmit the local information to the 
television distribution facility as part of a global data stream, wherein the television 
distribution facility further comprises television distribution equipment configured to 
transmit the local information from the television distribution facility to the user television 
equipment (see col. 5, lines 16-24) 

Regarding claim 13, Carr discloses the means for distributing the local 
advertisement further comprising: 

means for transmitting a global advertisements which is included in the global 
data stream at a television distribution facility; 

means for providing local advertisements to the television distribution facility; and 

means for transmitting global advertisements and the local advertisements from 
television distribution facility to the user television equipment (see col. 1 , lines 46-57, 
col. 2, lines 27-38, and col. 5, lines 1-24). 

f 

Regarding claim 14, Carr discloses means for distributing the local 
advertisements as discussed in the rejection of claim 13. Carr further discloses 
providing users with program guide information (see col. 2, lines 39-45). Inherently, the 
program guide information is transmitted from the data distribution facility to the 
television distribution facility, and then to the user equipment. 
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Regarding claim 15, Carr discloses program guide data and global 
advertisements are stored at the data transmission facility 14 (see col. 2, lines 15 - 26), 
and wherein the means for distributing the local advertisements further comprises: 

means for transmitting the program guide data and global advertisements from 
the data transmission facility to a television distribution facility as discussed in the 
rejection of claim 14; 

means for providing local advertisements at the television distribution facility (see 
col. 5, lines 6-10); 

means for transmitting the program guide data, the global advertisements, and 
the local advertisements to the user television equipment as discussed in the rejection 
of claims 13 and 14. 



Regarding claim 18, Carr discloses a system as discussed in the rejection of 
claim 1 . Carr further discloses displaying local information automatically by cycling 
global information and local information (see abstract, lines 5-7). Inherently, means for 
displaying global advertisements and means for cycling the display of the global 
advertisements and the local advertisements are included in the system. 

Regarding claim 20, the elements being claimed are analyzed as discussed in 
part of the rejection of claim 18. Inherently, means for displaying global advertisements 
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with the interactive television program guide for displaying global advertisements with 
the interactive television program guide. 

Regarding claim 21, Carr discloses displaying a program listings region with the 
interactive television program guide (see figure 2). Inherently, means for displaying a 
program listings region is included in the system. 

Regarding claim 22, Carr discloses means for displaying global advertisements 
with the interactive television program guide and means for displaying a program 
listings region as discussed in the rejection of claims 18 and 21 respectively. 

Regarding claim 23, Carr discloses 

means for transmitting global advertisements and program guide information to a 
television distribution facility; 

means for providing local advertisements at the television distribution facility; 

means for transmitting the program guide information, the global advertisements, 
and local advertisements from the television distribution facility to the user television 
equipment (see col. 1, lines 46- 57, col. 2, lines 16-38 and col. 5, lines 1-24). Carr 
further discloses means for displaying the global advertisements with the interactive 
television program guide; and means for displaying a program listings region containing 
the program guide information with the interactive television program guide as 
discussed in the rejection of claim 22 (also see figure 2). 
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Regarding claim 41, the method elements being claimed correspond to the 
system elements being claimed in claim 18 and are analyzed with respect to the 
rejection of claim 18. 

Regarding claims 43-46, the method elements being claimed correspond to the 
system elements being claimed in claims 20 - 23 and are analyzed with respect to the 
rejection of claims 20 - 23. 

Regarding claims 24-28, the method elements being claimed correspond to the 
system elements being claimed in claims 1-5 and are analyzed with respect to the 
rejection of claims 1-5. 

Regarding claims 36-38, the method elements being claimed correspond to the 
system elements being claimed in claims 13-15 and are analyzed with respect to the 
rejection of claims 13-15. 

Regarding claim 47, Carr discloses a system comprising: 
means for distributing the advertisements to the user television equipment; and 
means for displaying advertisements with interactive television program guide as 
discussed in the rejection of claim 1 (also see figure 2). Carr further discloses the upper 
portion of a passive program guide display may be used to display advertising video 
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and associated text descriptions. The content of the text descriptions may be targeted 
toward particular regions (see col. 1, lines 19-28). As a result, television 22 displays 
only some of the advertisements with interactive television program guide based on the 
content of the advertisements for a particular region. 

Regarding claim 48, Carr discloses the system further comprising means for 
providing the advertisements with content tags indicating the content of the 
advertisements (see col. 6, lines 15-18). 

Regarding claim 49, Carr discloses a system further comprising: means for 
providing the advertisements with content tags indicating the content of the 
advertisements; and television distribution configured to display only those 
advertisements with desired content tags (see col. 6, lines 20-24). 

Regarding claim 50, Carr further discloses means to select blocking criteria that 
are used to determine which of the advertisements are displayed (see col. 6, lines 25- 
29). 

Regarding claim 51 , Carr discloses means (back office) for distributing 
advertisements with content tags (see col. 6, lines 13-15). 
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Regarding claim 52, Carr discloses means configured to select blocking criteria 
that are used to determine which of the advertisements are displayed and television 
display configured to display only those advertisements with desired content tags (see 
col. 6, lines 23-28). Inherently, the system comprising means for blocking 
advertisements with undesired content tags. 

Regarding claims 55-60, the method elements being claimed correspond to the 
system elements being claimed in claims 47-52 and are analyzed as discussed with 
respect to the rejection of claims 47 - 52. 

8. Claims 6 - 8, 12, 29-31 and 35 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Berezowski (US 6,075,551). 

Regarding claim 6, Berezowski discloses a system in which local advertisements 
are distributed to user television equipment on which an interactive television program 
guide is implemented, comprising: 

means for distributing the local advertisements to the user television equipment; 

and 

means (TV unit 24) for displaying the local advertisements with the interactive 
television program guide (see fig. 3). 

Berezowski further discloses means (main facility 10) for transmitting a global data 
stream to television distribution facility 20; 
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means (local promotion unit 28) for inserting the local advertisements into the 
global data stream at the television distribution facility 20; and 

means for transmitting the local advertisements from the television distribution 
facility to the user television equipment (TV unit 24) as part of the global data stream 
(see figure 3 and col. 5, line 9 - col. 6, line 30). 

Regarding claim 7, Berezowski discloses means for distributing the local 
advertisements further comprises: 

means for transmitting a global data stream containing global advertisements to 
a television distribution facility (see col. 5, lines 9-17); 

means for inserting the local advertisements into the global data stream at 
television distribution facility; and 

means for transmitting the local advertisements from the television distribution 
facility to the user television equipment as part of the global data stream (see col. 5, 
lines 9- col. 6, lines 29). 

Regarding claim 8, Berezowski discloses means for distributing the local 
advertisements further comprises: 

means for transmitting a global data stream containing global advertisements to 
a television distribution facility (see col. 5, lines 9-17); 

means for inserting the local advertisements into the global data stream by 
overwriting the global advertisements at television distribution facility; and 
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means for transmitting the local advertisements from the television distribution 
facility to the user television equipment as part of the global data stream (see col. 5, 
lines 9- col. 6, lines 29). 

Regarding claim 12, Berezowski discloses 

means for transmitting a global data stream containing global advertisements to 
a television distribution facility as discussed in the rejection of claim 7; 

means for transmitting the global data stream from the television distribution 
facility to the user television equipment; and 

means for transmitting the local advertisements from the television distribution 
facility to the user television equipment as a separate data stream from the global data 
stream (see fig. 5). 

Regarding claims 29-31, the method elements being claimed correspond to the 
system elements being claimed in claims 6-8 and are analyzed with respect to the 
rejection of claims 6-8. 

Regarding claims 35, the method elements being claimed correspond to the 
system elements being claimed in claim 12 and are analyzed with respect to the 
rejection of claim 12. 



Claim Rejections - 35 USC § 103 
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9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

10. Claims 9-11, 32-34 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Berezowski (US 6,075,551). 

Regarding claim 9, Berezowski discloses system as discussed in the rejection of 
claim 6. However, Berezowski fails to disclose the global data stream containing 
bandwidth reserved for local advertisements to a television distribution facility; and 
means for inserting the local advertisements into the global data stream in the reserved 
bandwidth at the distribution facility. Official Notice is taken that using a reserved 
bandwidth for local advertisement in a global data stream is well known in the art to 
avoid interfering while global stream is transmitted to the television distribution facility. 
Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify Berezowski with a well-known technique of providing a 
bandwidth reserved for local advertisements in order to avoid interfering while the global 
stream is transmitted to the television distribution facility. 
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Regarding claim 10, Berezowski discloses system as discussed in the rejection 
of claim 6. However, Berezowski fails to disclose the global data stream containing slot 
reserved for local advertisements to a television distribution facility; and means for 
inserting the local advertisements into the global data stream in the reserved slot at the 
distribution facility. Official Notice is taken that using a reserved slot for local 
advertisement in a global data stream is well known in the art for allowing local operator 
to insert local advertisements at the television distribution facility. Therefore, it would 
have been obvious to one of ordinary skill in the art at the time the invention was made 
to modify Berezowski with a well-known technique of providing a slot reserved for local 
advertisements in order to allow local operator to insert local advertisements in the 
global data stream. 

Regarding claim 1 1 , the system element being claimed correspond to the 
combination of system elements being claimed in claims 8 and 9 and are analyzed as 
discussed in the rejection of claims 8 and 9. 

Regarding claims 32-34, the method elements being claimed correspond to the 
system elements being claimed in claims 9-1 1 and are analyzed with respect to the 
rejection of claims 9-1 1 . 

1 1 . Claims 16 - 17, 19, 39-40, 42 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Carr (US 6,209,129). 
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Regarding claim 16, Carr discloses a system as discussed in the rejection of 
claim 1 . Carr further discloses displaying global advertisement with the interactive 
television program guide. However, Carr fails to disclose means for displaying global 
advertisement that may be selected by a user and means for displaying corresponding 
local advertisements with content related to the content of the global advertisement 
whenever the user selects the global advertisements. Official Notice is taken that means 
for displaying global advertisement that may be selected by a user and means for 
displaying corresponding local advertisements with content related to the content of the 
global advertisement whenever the user selects the global advertisements are well 
known in the art for allowing user select a desired local advertisements with content 
related to global advertisements. Therefore, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to modify Carr by a well 
known technique of providing means for displaying global advertisement that may be 
selected by a user and means for displaying corresponding local advertisements with 
content related to the content of the global advertisement whenever the user selects the 
global advertisements in order to allow user selects a desired local advertisements with 
content related to global advertisements. 

Regarding claim 17, Carr discloses a system as discussed in the rejection of 
claim 16. However, Carr fails to discloses means for displaying a corresponding full- 
screen local advertisement whenever the user selects the global advertisement. Official 
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Notice is taken that providing means for displaying a corresponding full-screen local 
advertisement whenever the user selects the global advertisement for a detail view of 
the local advertisements is well known in the art. Therefore, it would have been obvious 
to one of ordinary skill in the art to modify Carr with a well-known technique of providing 
a means for displaying a corresponding full-screen local advertisement whenever the 
user selects the global advertisement in order to give user a detail view of the local 
advertisements. 

Regarding claim 19, Carr discloses a system as discussed in the rejection of 
claim 1. Carr further discloses the local information may be displayed automatically by 
cycling global information and local information (see abstract, lines 5-7). However, Carr 
fails to disclose means for displaying global banner advertisement with the interactive 
program guide information; and means for cycling the displaying of the global banner 
advertisements and the local advertisements. Official Notice is taken that means for 
displaying global banner advertisement with the interactive program guide information 
and means for cycling the displaying of the global banner advertisements and the local 
advertisements are well known in the art to give user a clear view of the advertisements 
on the screen. Therefore, it would have been obvious to one of ordinary skill in the art 
by the time the invention was made to modify Carr with a well-known technique of 
providing means for displaying global banner advertisement with the interactive program 
guide information and means for cycling the displaying of the global banner 
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advertisements and the local advertisements in the system in order to give user a clear 
view of the advertisements on the screen. 

Regarding claims 39-40, the method elements being claimed correspond to the 
system elements being claimed in claims 39-40 and are analyzed with respect to the 
rejection of claims 39-40. 

Regarding claim 42, the method elements being claimed correspond to the 
system elements being claimed in claim 42 and are analyzed with respect to the 
rejection of claim 42. 

12. Claims 53-54, 61-62 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Carr (US 6,209,129) and in view of Novak (US 4,750,213). 

Regarding claim 53, Carr discloses a system as discussed in the rejection of 
claim 47. However, Carr fails to disclose the system comprising means for displaying 
information in place of those advertisements that are not displayed based on their 
content. 

Novak discloses a system for editing unwanted content from transmitted 
broadcast signal and displaying the desired signal on the screen (see col. 3, lines 15-60 
and col. 7, line 51 - col. 8, line 11). Therefore, it would have been obvious to one of 
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ordinary skill in the art to modify Carr by providing a edit system as taught by Novak in 
order to display a desired information in place of the unwanted advertisement. 

Regarding claim 54, Carr discloses a system as discussed in the rejection of 
claim 47. However, Carr fails to disclose the system comprising means for displaying a 
back up advertisement in place of those advertisements that are not displayed based on 
their content. 

Novak discloses a system for editing unwanted content from transmitted 
broadcast signal and displaying the desired signal on the screen (see col. 3, lines 15-60 
and col. 7, line 51 - col. 8, line 11). Therefore, it would have been obvious to one of 
ordinary skill in the art to modify Carr by providing a edit system as taught by Novak in 
order avoid displaying the advertisements to unexpected viewers. 

Regarding claims 61-62, the method elements being claimed correspond to the 
system elements being claimed in claims 53-54 and are analyzed as discussed with 
respect to the rejection of claims 53-54. 

13. Claims 63-64 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Carr (US 6,209,129) and in view of Banker (US 5,357,276). 
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Regarding claim 63, Carr discloses a system as discussed in the rejection of 
claims 1 and 3. However, Carr fails to disclose means for time - shifting at least some 
of the advertisements with the television distribution facility; and means for displaying 
the time-shifted advertisements with the interactive television program guide. 

Banker discloses time shifting feature in the near video on demand and 
displaying the time-shifted program with the interactive television program guide (see 
figures 8 and 10). Therefore, it would have been obvious to one of ordinary skill in the 
art at the time the invention was made to modify Carr by providing means for time- 
shifting and means for displaying the time-shifted program on the display in order to 
provide an efficient advertising and give user an accurate information about the 
program. 

Regarding claim 64, the method elements being claimed correspond to the 
system elements being claimed in claim 63 and are analyzed as discussed with respect 
to the rejection of claim 63. 



Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Son P Huynh whose telephone number is 703-305- 
1889. The examiner can normally be reached on 8:00-5:30. 



# 



Application/Control Number: 09/110,667 



Page 20 



Art Unit: 2611 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrew Faile can be reached on 703-305-4380. The fax phone numbers 
for the organization where this application or proceeding is assigned are 703-872-9314 
for regular communications and 703-872-9314 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the customer service office whose telephone number 
is 703-306-0377. a , /~> v/ 



ANDREW FAILE 
SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 2600 




Son P. Huynh 
March 26, 2002 



